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DETAILED ACTION 

1 . This Office Action is in response to applicant's RCE filed on January 16, 2009. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(f) He did not himself invent the subject matter sought to be patented. 

3. Claims 1-8 are rejected under 35 U.S.C. 102(f) because the applicant did not invent 
the claimed subject matter. 

At the instant, US Pat No 7,217,899 in view of Hidaka et al (Hidaka) discloses the 
invention has claimed. At the instant both, the current application and the '899 
document, disclose the same invention. Because of that, it is unclear who in fact the 
inventor of the system is. The current application and the Hidaka have some common 
inventors but different assignees. 

Hidaka discloses a vehicle door handle system comprising a handle (14), a pair 
of electrodes (43), a circuit board (44), and a ground plate (47). The electrodes are 
covered by the ground plate and are patterned on the circuit board (Col. 4 Line 38- 
57). The ground plate and the electrodes are covered by a covering portion made of 
a synthetic resin (48). Appropriate prove of inventorship is required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over US Pat 
No 6,075,294 to Van den Boom et al (Van den Boom) in view of US Pat No 
5,304,967 to Hayashi and US Pat No 6,740,834 to Sueyoshi et al (Sueyoshi '834). 

Regarding claim 1 , Van den Boom discloses a vehicle door outer handle system 
comprising an operating handle (13) comprising a handle main body made of a 
synthetic resin and a cover (29) made of a synthetic resin so as to cover the outer 
side of the handle main body (28). 

The operating handle is disposed on an outer side of a vehicle door. A pair of 
electrodes (30); and a circuit board (34), on which is provided a detection circuit for 
detecting a change in capacitance between the electrodes, are housed within the 
operating handle. 

However, Van den Boom fails to positively disclose that the electrodes are 
patterned on the circuit board. 

Hayashi teaches that it is well known in the art to provide a circuit board (43) 
having electrodes (52-56) patterned on it (Col. 8 Lines 1-11). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the electrodes described by Van den Boom patterned 
on the circuit board, as taught by Hayashi, in order to organize all the circuit 
components in a single component. 
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Van den Boom also fails to disclose that the ground plate and the electrodes are 
covered by a covering portion made of a synthetic resin. 

Sueyoshi '834 teaches that it is well known in the art to use a potting material 
(110) for covering certain electronic elements. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the plate and electrodes described by Van den 
Boom, encapsulated in a resin material, as taught by Sueyoshi '834, in order to 
provide protection to the members. 

As to claim 2, Van den Boom, as modified by Hayashi, illustrates that among 
opposite faces of the circuit board (34), a component of the detection circuit is 
mounted on the face on the side opposite to the face where the electrodes are 
patterned. 

As to claims 3/1 and 3/2, Van den Boom, as modified by Hayashi, illustrates that 
among opposite faces of the circuit board, the electrodes are capable of being 
patterned on the face on the vehicle side. 

As to claim 4, Van den Boom illustrates that a sensor unit, which comprises the 
electrodes, the circuit board, and a covering portion made of a synthetic resin and 
covering the electrodes and the circuit board, is fixedly housed in a housing recess 
formed in the handle main body so as to open on the cover side. 

As to claim 5, Van den Boom illustrates that the electrodes (30) and the circuit 
board (34) are mounted on a holder (surface of 28 in contact with the sensor unit), a 
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majority of the holder is covered by the covering portion so as to form a part of the 
sensor unit. 

As to claim 6, Van den Boom illustrates that a ground plate (36) forming a part of 
the sensor unit is mounted on the holder so as to cover the electrodes and is 
covered by the covering portion (29). 
6. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over US Pat 
No 6,883,840 to Sueyoshi et al (Sueyoshi '840) in view of US Pat No 6,075,294 to 
Van den Boom et al (Van den Boom), US Pat No 5,304,967 to Hayashi and US Pat 
No 6,740,834 to Sueyoshi et al (Sueyoshi '834). 

Regarding claim 1, Sueyoshi '840 discloses a vehicle door outer handle system 
comprising an operating handle (7) comprising a handle main body made of a 
synthetic resin. The operating handle is disposed on an outer side of a vehicle door 
and includes an electrode (21) inside the main body. 

Sueyoshi '840 fails to disclose a pair of electrodes. However, applicant is 
reminded that duplicating the components of a prior art device is a design 
consideration within the skill of the art. 

Also, Sueyoshi '840 fails to positively disclose that the handle is comprised of a 
main handle body and a cover. 

Van den Boom teaches that it is well known in the art to provide a handle 
composed of separate members connected together, specifically, having a cover 
part (29) and a main body (28). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the handle described by Sueyoshi '840 as a cover 
part and a main body, as taught by Van den Boom, in order to provide a handle in 
which the inner components can be easily reached by just taking out a cover. 

Also, Sueyoshi '840 fails to disclose that the electrode is "patterned" in a circuit 
board placed inside the handle body. 

Van den Boom teaches that it is well known in the art to provide a circuit board 
(34) interacting with the electrodes. 

Hayashi teaches that it is well known in the art to provide a circuit board (43) 
having electrodes (52-56) patterned on it (Col. 8 Lines 1-11). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the electrode described by Sueyoshi '840 interacting 
with a circuit board, as taught by Van den Boom, in order to provide an electric 
component that would read and actuate with respect to what the electrode is 
sensing. 

Further, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to provide the electrode described by Sueyoshi '840 
patterned on a circuit board, as taught by Hayashi, in order to organize all the circuit 
components in a single component. 

Finally, Sueyoshi '840 fails to disclose that the ground plate and the electrodes 
are covered by a covering portion made of a synthetic resin. 
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Sueyoshi '834 teaches that it is well known in the art to use a potting material 
(110) for covering certain electronic elements. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the plate and electrodes described by Sueyoshi '840 
encapsulated in a resin material, as taught by Sueyoshi '834, in order to provide 
protection to the members. 

As to claim 2, Sueyoshi '840, as modified by Van den Boom, Hayashi and 
Sueyoshi '834, illustrates that among opposite faces of the circuit board, a 
component of the detection circuit is mounted on the face on the side opposite to the 
face where the electrodes are patterned. 

As to claims 3/1 and 3/2, Sueyoshi '840, as modified by Van den Boom, Hayashi 
and Sueyoshi '834, illustrates that among opposite faces of the circuit board, the 
electrodes are capable of being patterned on the face on the vehicle side. 

As to claim 4, Sueyoshi '840, as modified by Van den Boom, Hayashi and 
Sueyoshi '834, illustrates that a sensor unit, which comprises the electrodes, the 
circuit board, and the covering portion made of a synthetic resin, is fixedly housed in 
a housing recess formed in the handle main body so as to open on the cover side. 

As to claim 5, Sueyoshi '840, as modified by Van den Boom, Hayashi and 
Sueyoshi '834, illustrates that the electrodes and the circuit board are mounted on a 
holder (surface of the handle main body in contact with the sensor unit), a majority of 
the holder is covered by the covering portion so as to form a part of the sensor unit. 
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As to claim 6, Sueyoshi '840, as modified by Van den Boom, Hayashi and 
Sueyoshi '834, illustrates that a ground plate forms a part of the sensor unit and is 
mounted on the holder. 
7. Claims 7 an 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Pat No 6,075,294 to Van den Boom et al (Van den Boom) in view of US Pat No 
5,304,967 to Hayashi and US Pat No 6,740,834 to Sueyoshi et al (Sueyoshi '834) as 
applied to claims 4 and 5, and further in view of US Pat No 6,769,154 to Klein et al 
(Klein). 

Van den Boom, as modified by Hayashi and Sueyoshi '834, fails to disclose the 
holder is a separate member that is mounted on the handle main body. Van den 
Boom discloses that the handle main body acts as a holder. 

Klein teaches that it is well known in the art to provide a holder (15) that holds 
electric components (16) inside a handle main body. As to the shape of the part that 
holds the holder in the main handle body, the shape is considered as a design 
consideration within the art that has no critically. The shape of this receiving part 
would be according to the holder specifications and/or shape that are best for fitting 
the holder in the handle main body. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the handle main body described by Van den Boom, 
as modified by Hayashi and Sueyoshi '834, with a holder member, as taught by 
Klein, in order to hold in place the components inside the handle main body. 
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8. Claims 7 an 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Pat No 6,883,840 to Sueyoshi et al (Sueyoshi '840) in view of US Pat No 6,075,294 
to Van den Boom et al (Van den Boom), US Pat No 5,304,967 to Hayashi and US 
Pat No 6,740,834 to Sueyoshi et al (Sueyoshi '834) as applied to claims 4 and 5, and 
further in view of US Pat No 6,769,154 to Klein et al (Klein). 

Sueyoshi '840, as modified by Van den Boom, Hayashi and Sueyoshi '834, fails 
to disclose the holder is a separate member that is mounted on the handle main 
body. Van den Boom teaches that the handle main body acts as a holder. 

Klein teaches that it is well known in the art to provide a holder (15) that holds 
electric components (16) inside a handle main body. As to the shape of the part that 
holds the holder in the main handle body, the shape is considered as a design 
consideration within the art that has no critically. The shape of this receiving part 
would be according to the holder specifications and/or shape that are best for fitting 
the holder in the handle main body. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the handle main body described by Sueyoshi '840, as 
modified by Van den Boom, Hayashi and Sueyoshi '834, with a holder member, as 
taught by Klein, in order to hold in place the components inside the handle main 
body. 
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Response to Arguments 

9. The current amendment overcomes the previous rejection to the claims. However, a 
new rejection has been made on the record. Sueyoshi '834 teaches that 
encapsulating electronic members with a resin material is well known in the art. 

Also, the previous double patenting rejection has been provisionally withdrawn. 
However, the examiner now raises doubt of who actually is the inventor of the device 
since the current application and Hidaka are drawn to the same device. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CARLOS LUGO whose telephone number is 
(571 )272-7058. The examiner can normally be reached on 10-7pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Cuomo can be reached on 571-272-6856. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 



/Carlos Lugo/ 
Primary Examiner 
Art Unit 3673 



April 1 , 2009. 



